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DETAILED ACTION 
Specification 

1 . This application does not contain an abstract of the disclosure as required by 
37 CFR 1.72(b). An abstract on a separate sheet is required. 

Claim Objections 

2. Claim 44 is objected to because of the following informalities: In Claim 44, 
line 3, the word "as" is misspelled and should be changed to "is." For the 
purpose of this examination, the word "as" has been interpreted as "is." 
Appropriate correction is required. 

Double Patenting 

3. A rejection based on double patenting of the "same invention" type finds its 
support in the language of 35 U.S.C. 101 which states that "whoever invents 
or discovers any new and useful process ... may obtain a patent therefor..." 
(Emphasis added). Thus, the term "same invention," in this context, means 
an invention drawn to identical subject matter. See Miller v. Eagle Mfg. Co., 
151 U.S. 186 (1894); In re Ockert, 245 F.2d 467, 114 USPQ 330 (CCPA 
1957); and In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970). 

4. A statutory type (35 U.S.C. 101) double patenting rejection can be overcome 
by canceling or amending the conflicting claims so they are no longer 
coextensive in scope. The filing of a terminal disclaimer cannot overcome a 
double patenting rejection based upon 35 U.S.C. 101. 

5. Claims 36/35/18 are rejected under 35 U.S.C. 101 as claiming the same 
invention as that of claims 19/7 of prior U.S. Patent No. 6,324,519. This is a 
double patenting rejection. 

6. Claims 39/38 are rejected under 35 U.S.C. 101 as claiming the same 
invention as that of claim 21 of prior U.S. Patent No. 6,324,519. This is a 
double patenting rejection. 
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7. Claims 44/43 are rejected under 35 U.S.C. 101 as claiming the same 
invention as that of claim 25 of prior U.S. Patent No. 6,324,519. This is a 
double patenting rejection. 



8. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to 
prevent the unjustified or improper timewise extension of the "right to exclude" 
granted by a patent and to prevent possible harassment by multiple 
assignees. See In re Goodman, 11 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 
1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van 
Omum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 

F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 
163 USPQ 644 (CCPA 1969). 

9. A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be 
used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent is 
shown to be commonly owned with this application. See 37 CFR 1.130(b). 

10. Effective January 1, 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully 
comply with 37 CFR 3.73(b). 



1 1 . Claim 18 is rejected under the judicially created doctrine of obviousness-type 
double patenting as being unpatentable over claim 1 of U.S. Patent No. 
6,324,519. Although the conflicting claims are not identical, they are not 
patentably distinct from each other because the element "wherein the 
correlation is calculated as a scalar product between the advertisement 
characterizations and the subscriber profile" of claim 1 is missing in claim 18; 
thus, rendering claim 18 broader. 



12. Claim 19/18 is rejected under the judicially created doctrine of obviousness- 
type double patenting as being unpatentable over claim 2/1 of U.S. Patent 
No. 6,324,519. Although the conflicting claims are not identical, they are not 
patentably distinct from each other because the element "wherein the 
correlation is calculated as a scalar product between the advertisement 
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characterizations and the subscriber profile" of claim 1 is missing in claim 18; 
thus, rendering claim 19/18 broader. 

13. Claims 20/18, 21/20/18 and 22/20/18 are rejected under the judicially created 
doctrine of obviousness-type double patenting as being unpatentable over 
claims 4/3/1, 5/4/3/1 and 6/3/1 of U.S. Patent No. 6.324,519 respectively. 
Although the conflicting claims are not identical, they are not patentably 
distinct from each other because the element "wherein the correlation is 
calculated as a scalar product between the advertisement characterizations 
and the subscriber profile" of claim 1 is missing in claim 18; thus, rendering 
claims 20/18, 21/20/18 and 22/20/18 broader. 

14. Claims 23/18, 24/18, 25/18, 26/18, 27/18, 28/18, 29/18, 30/18, 31/18, 32/18, 
33/18, 34/32/18, 35/18 and 37/18 are rejected under the judicially created 
doctrine of obviousness-type double patenting as being unpatentable over 
claims 8/7, 7, 9/7, 10/7, 11/7, 12/7, 13/7, 14/7, 15/7, 16/7, 17/7, 18/7, 19/7, 
20/7 of U.S. Patent No. 6,324,519 respectively. Although the conflicting 
claims are not identical, they are not patentably distinct from each other 
because the element "wherein the correlation is calculated as a scalar 
product between the advertisement characterizations and the subscriber 
profile" of claim 7 is missing in claim 18; thus, rendering the present claim 
broader. 

15. Claim 38 is rejected under the judicially created doctrine of obviousness-type 
double patenting as being unpatentable over claim 21 of U.S. Patent No. 
6,324,519. Although the conflicting claims are not identical, they are not 
patentably distinct from each other because the element "wherein the 
correlation is calculated as a scalar product between the ad characterization 
and the subscriber profile" of claim 21 is missing in claim 38; thus, rendering 
claim 38 broader. 
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16. Claims 40/38, 41/38 and 42/38 are rejected under the judicially created 
doctrine of obviousness-type double patenting as being unpatentable over 
claims 22/21, 23/21 and 24/21 of U.S. Patent No. 6,324,519 respectively. 
Although the conflicting claims are not identical, they are not patentably 
distinct from each other because the element "wherein the correlation is 
calculated as a scalar product between the ad characterization and the 
subscriber profile" of claim 21 is missing in claim 38; thus, rendering claims 
22/21, 23/21 and 24/21 broader. 

17. Claim 43 is rejected under the judicially created doctrine of obviousness-type 
double patenting as being unpatentable over claim 25 of U.S. Patent No. 
6,324,519. Although the conflicting claims are not identical, they are not 
patentably distinct from each other because the element "as the scalar 
product between the ad characterization and the subscriber profile" of claim 
25 is missing in claim 38; thus, rendering claim 38 broader. 

18. Claim 45/43 is rejected under the judicially created doctrine of obviousness- 
type double patenting as being unpatentable over claim 26/25 of U.S. Patent 
No. 6,324,519. Although the conflicting claims are not identical, they are not 
patentably distinct from each other because the element "as the scalar 
product between the ad characterization and the subscriber profile" of claim 
25 is missing in claim 43; thus, rendering claim 45/43 broader. 

19. Claim 46 is rejected under the judicially created doctrine of obviousness-type 
double patenting as being unpatentable over claim 27 of U.S. Patent No. 
6,324,519. Although the conflicting claims are not identical, they are not 
patentably distinct from each other because the element "wherein said 
correlation includes calculating a scalar product between the ad 
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characterization and the subscriber profile" of claim 25 is missing in claim 43; 
thus, rendering claim 45/43 broader. 

Claim Rejections - 35 USC § 102 

20. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form 
the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 
122(b), by another filed in the United States before the invention by the applicant for patent or 
(2) a patent granted on an application for patent by another filed in the United States before 
the invention by the applicant for patent, except that an international application filed under 
the treaty defined in section 351(a) shall have the effects for purposes of this subsection of an 
application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

21. Claims 1, 5, 9-11. 14, 17-19, 23, 25, 27-30, 32-34, 41-43 and 46 are rejected 
under 35 U.S.C. 102(e) as being anticipated by Roth et al. (6,285,987). 

22. Claim 1: Roth et al. discloses in a networked environment having a plurality of 
computer systems interconnected for the purpose of instantaneously 
transmitting and receiving data, a method for auctioning an advertisement 
opportunity, said method comprising the steps of: 

a. providing notification of an advertisement opportunity from a 
content/opportunity provider computer system, wherein said 
advertisement opportunity corresponds to an opportunity to transmit an 
advertisement to a consumer (col 2, lines 20-31; col 4, lines 16-25; col 7, 
lines 10-25 and Fig 1); 

b. receiving an advertisement characterization from an advertiser computer 
system, wherein said advertisement characterization corresponds to an 
advertisement (col 4, lines 33-43 and col 7, lines 10-25); 
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c. calculating a correlation factor between said advertisement 
cliaracterization and said consumer in a profiler computer system (col 4, 
lines 33-43; col 6. lines 33-34; col 7, lines 10-25 and col 11, lines 52-63); 

d. transmitting said correlation factor to said advertiser computer system (col 
7, lines 10-25; col 11, lines 33-38; col 11, lines 52-63 and col 12, lines 14- 
38); 

e. receiving a successful bid for said advertisement opportunity at said 
content/opportunity provider computer system, wherein said successful 
bid results in tfie transmission of said advertisement to said consumer in 
said advertisement opportunity (col 2, lines 58-60; col 4, lines 33-43; col 7, 
lines 33-38 and col 12, lines 14-38). 

23. Claim 5: Roth et al. discloses in a networked environment having a plurality of 
computer systems interconnected for the purpose of instantaneously 
transmitting and receiving data, a method for auctioning an advertisement 
opportunity, said method comprising the steps of: 

a. providing notification of an advertisement opportunity from a 
content/opportunity provider computer system to a plurality of computer 
systems representing advertisers, wherein said advertisement opportunity 
corresponds to an opportunity to transmit an advertisement to a consumer 
(col 4, lines 33-43 and Fig 7); 

b. receiving a plurality of advertisement characterizations from said plurality 
of computer systems representing advertisers, wherein each of said 
advertisement characterizations corresponds to an advertisement (col 6, 
lines 12-19 and col 7, lines 11-25); 

c. calculating a plurality of correlation factors between said advertisement 
characterizations and said consumer in a profiler computer system (col 6, 
lines 33-34 and col 11 , lines 52-63); 

d. transmitting said correlation factors to said plurality of computer systems 
representing advertisers (col 11, lines 33-38 and col 12, lines 14-38); 
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e . receiving a plurality of bids for said advertisement opportunity at said 
content/opportunity provider computer system (col 1 1 , lines 33-38 and col 
12, lines 14-38); 

f. selecting a successful bid from said plurality of bids for said advertisement 
opportunity wherein said successful bid results in the transmission of said 
advertisement to said consumer in said advertisement opportunity (col 2, 
lines 58-60; col 4, lines 33-43; col 7, lines 10-25 and col 12, lines 14-38). 

24. Claim 9: Roth et al. discloses the method described in claim 5 wherein the 
selecting of said successful bid in step (f) is based on the highest bid of said 
plurality of bids (col 7, lines 19-24). 



25. Claim 10: Roth et al. discloses a data processing system for auctioning an 
advertisement opportunity, said data processing system comprising: 

a. computer processing means for processing data (col 4, lines 33-43 and 
Figs 1 and 7); 

b. first means for transmitting an advertisement opportunity announcement 
wherein said advertisement opportunity announcement corresponds to an 
advertisement opportunity (col 6, lines 12-19; col 7, lines 1 1-25 and col 12, 
lines 14-29); 

c. second means for receiving an advertisement characterization wherein 
said advertisement characterization corresponds to an advertisement (col 
6, lines 33-34 and col 12, lines 14-29); 

d. third means for correlating said advertisement characterization with a 
consumer profile to produce a correlation result (col 1 1 , lines 33-38 and 
col 12, lines 14-29); 

e. fourth means for transmitting said correlation result (col 12, lines 14-29); 

f. fifth means for receiving a bid for said advertisement opportunity (col 2, 
lines 58-60; col 4, lines 33-43 and col 12, lines 14-29)). 
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26. Claim 11: Roth et al. discloses the data processing system described in claim 
10 further comprising: 

g . sixth means for determining if said bid is acceptable (col 1 1 , lines 52-63). 

27. Claim 14: Roth et al. discloses a computer program embodied on a computer- 
readable medium for auctioning an advertisement opportunity, said program 
comprising: 

a. an advertisement source code segment for receiving an advertisement 
characterization (col 4, lines 33-43); 

b. a consumer characterization code segment for receiving a unique 
consumer ID and retrieving a consumer characterization corresponding to 
said unique consumer ID (col 3, lines 38-40, col 4, lines 33-43 and Fig 1 , 
element 16B); 

c. a correlating source code segment for calculating a correlation factor 
between said advertisement characterization and said consumer 
characterization (col 11, lines 33-38 and 52-63); 

d. a transmitting source code segment for transmitting said correlation factor 
(col 12, lines 33-38); 

e . a bid receiving source code segment for receiving a bid for said 
opportunity (col 2, lines 58-60 and col 4, lines 33-43); and 

f . a selecting source code segment for selecting a successful bid which 
results in transmission of said advertisement to said consumer (col 2, lines 
58-60; col 4, lines 33-43; col 7, lines 10-25 and col 12, lines 14-38). 

28. Claim 17: Roth et al. discloses a method of characterizing subscribers for 
subsequent targeting of advertisements, the method comprising the steps of: 

a. recording a series of subscriber viewing selections (col 1 1 , lines 47-51 ; col 
18, lines 44-65 and Fig 1 , element 16B); 

b. creating a subscriber characterization based on the viewing selections and 
a set of heuristic rules (col 1 1 , lines 47-51 and col 18, lines 44-65); 
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c. storing the subscriber characterization (col 1 1 , lines 47-51 and col 18, 
lines 44-65); 

d. allowing access to the subscriber characterization to determine the 
applicability of an advertisement in conjunction with the sale of an 
advertisement opportunity (col 11, lines 47-51 and col 18, lines 44-65). 

29. Claim 18: Roth et al. discloses a method for auctioning advertising 
opportunities, the method comprising: 

a. constructing a profile of a subscriber based on activities of the subscriber 
(col 3, lines 38-40; col 4, lines 44-49 and Fig 1, element 16B); 

b. recognizing an advertisement opportunity in a medium (col 4, lines 16-42 
and col 7, lines 11-25); 

c. providing notification of the advertisement opportunity to advertisers (col 4, 
lines 16-42 and col 7, lines 1 1-25); 

d. receiving advertisement characterizations from the advertisers, wherein 
the advertisement characterizations characterize an associated 
advertisement (col 4, lines 16-42 and col 7, lines 11-25); 

e. determining a correlation between the advertisement characterizations 
and the subscriber profile (col 1 1 .lines 33-36 and 52-63); 

f. providing the correlation to the advertisers (col 4, lines 16-42 and col 7, 
lines 11-25); 

g. receiving bids for the advertisement opportunity from the advertisers (col 
4, lines 16-42 and col 7, lines 1 1-25); and 

h. selecting the winning bid (col 4, lines 16-42 and col 7, lines 1 1-25). 

30. Claim 19: Roth et al. discloses the method of claim 18, wherein said receiving 
bids and said selecting the winning bid are conducted over the Internet (col 4, 
lines 58-63 and col 18, lines 28-35). 
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31. Claim 23: Roth et al. discloses the method of claim 18, wherein the activities 
of the subscriber include point-of-purchase transactions (col 8, lines 65-67). 

32. Claim 25: Roth et al. discloses the method of claim 18, wherein the activities 
of the subscriber include Internet viewing transactions (col 4, lines 58-63 and 
col 18, lines 28-35). 

33. Claim 27: Roth et al. discloses the method of claim 18, wherein said 
constructing a profile of a subscriber includes characterizing the subscriber 
based on publicly available data (col 11, 47-51 and col 18, 44-65). 

34. Claim 28: Roth et al. discloses the method of claim 18, wherein said 
constructing a profile of a subscriber includes characterizing the subscriber 
based on private data (col 3, lines 38-40 and col 18, lines 44-65). 

35. Claim 29: Roth et al. discloses the method of claim 18, wherein the 
advertisement characterizations characterize the advertisement based on one 
or more predetermined parameters (col 18, lines 36-65). 

36. Claim 30: Roth et al. discloses the method of claim 18, wherein the subscriber 
profile includes a demographic characterization of the subscriber, and the ad 
characterization includes a demographic characterization of a target market 
for the advertisement (col 8, lines 8-16 and col 18, lines 44-65). 

37. Claim 32: Roth et al. discloses the method of claim 18, wherein said 
recognizing an 30 opportunity is performed by the subscriber and said 
providing the correlation includes providing the correlation and a target price 
for the advertisement opportunity, the target price being inversely proportional 
to the correlation (col 4, lines 16-25; col 13, lines 47-58 and col 17, lines 59- 
67). 
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38. Claim 33: Roth et al. discloses the method of claim 18, wherein said 
recognizing an opportunity is performed by a content/opportunity provider and 
said providing the correlation includes providing the correlation and a target 
price for the advertisement opportunity, the target price being directly 
proportional to the correlation (col 13, lines 47-58 and col 17, lines 59-67). 

39. Claim 34: Roth et al. discloses the method of claim 32, wherein the target 
price is a minimum acceptable price (col 8, lines 32-40). 

40. Claim 38: Roth et al. discloses a system for auctioning an advertisement 
opportunity, the system comprising: 

a. means for determining a subscriber profile based on subscriber activities 
(col 3, lines 38-40; col 4, lines 44-49 and Fig 1, element 16); 

b. means for announcing an advertisement opportunity, wherein each 
advertisement opportunity corresponds to an opportunity to place an 
advertisement in a program (col 4, lines 16-42 and col 7, lines 1 1-25); 

c. means for receiving advertisement characterizations from one or more 
advertisers, wherein each advertisement characterization corresponds to 
an advertisement (col 4, lines 16-42 and col 7, lines 11-25); 

d. means for correlating the advertisement characterizations with the 
subscriber profile to produce a correlation result (col 1 1 .lines 33-36 and 
52-63); 

e. means for transmitting the correlation result to the one or more advertisers 
(col 4, lines 16-42 and col 7, lines 11-25); 

f. means for receiving a bid for the advertisement opportunity from the 
advertisers (col 4, lines 16-42 and col 7, lines 11-25); and 

g. means for determining if the bid is acceptable (col 4, lines 16-42; col 7, 
lines 1 1-25 and col 8, lines 32-40). 
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41 .Claim 41 ; Roth et al discloses the system of claim 38, further comprising 
means for setting a target price for the advertisement opportunity, wherein 
said means for announcing an advertisement opportunity is controlled by the 
subscriber and said means for transmitting the correlation result also 
transmits the target price, the target price being inversely proportional to the 
correlation results (col 4, lines 16-25; col 13, lines 47-58 and col 17, lines 59- 
67). 

42. Claim 42: Roth et al. discloses the system of claim 38, further comprising 
means for setting a target price for the advertisement opportunity, wherein 
said means for announcing an advertisement opportunity is controlled by a 
content/opportunity provider and said means for transmitting the correlation 
result also transmits the target price, the price to transmit an advertisement to 
a subscriber is directly proportional to the correlation results (col 13, lines 47- 
58 and col 17, lines 59-67). 

43. Claim 43 describe the computer program of claim 18; therefore, the prior art 
of Roth et al. as set forth above in claim 18 is relied upon to reject claims 43 
(cf. claim 2 above). 

46. A method for auctioning a right to transmit an advertisement to a consumer, 
in an advertising opportunity, based on a correlation between a consumer profile 
and advertisement profiles, the method comprising: 

a. receiving transaction data for the consumer (col 2, lines 20-31 ; col 4, lines 
16-25 and col 7, lines 10-25; 

b. constructing the consumer profile based on the transaction data, wherein 
the consumer profile characterizes the consumer (col 3, lines 38-40; col 4, 
lines 44-49 and Fig 1, element 16B); 
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c. receiving the advertisement profiles from advertisers, wherein the 
advertisement profiles characterize associated advertisements (col 4, lines 
16-42 and col 7, lines 11-25); 

d. correlating the advertisement profiles and the consumer profile (col 
11, lines 33-36 and 52-63); 

e. providing the results of said correlating to the advertisers (col 4, lines 16- 
42 and col 7, lines 11-25); 

f. receiving bids for the advertisement opportunity from the advertisers 
based on the provided results (col 4, lines 16-42 and col 7, lines 11-25); 

g. determining the winning bid (col 4, lines 16-42 and col 7, lines 1 1-25); 

h. transmitting notification of the winning bid to the advertiser (col 4, lines 16- 
42 and col 7, lines 11-25); and 

i. permitting the advertisement to be transmitted to the consumer in the 
advertisement opportunity (col 4, lines 16-42 and col 7, lines 1 1-25). 



Claim Rejections - 35 USC § 103 

44. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 1 02 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the Invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

45. Claims 2-4, 6-8, 12, 13, 15, 16, 26, 31, 35, 36, 39, 44 are rejected under 35 
U.S.C. 103(a) as being unpatentable over Roth et al. in view of Kramer 
(6,327, 574). 

46. Claim 2: Roth et al. discloses the method described in claim 1 but does not 
explicitly teach that said advertisement characterization is in the form of an ad 
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characterization vector, said consumer is represented by a consumer 
cliaracterization vector, and said correlation factor in step (c) is calculated as 
the scalar product between said ad characterization vector and said 
consumer characterization vector. In an analogous art, Kramer discloses a 
similar method for correlating an ad characterization vector and a consumer 
characterization vector (col 10, lines 47-67 and col 11, lines 1-10). Therefore, 
it would have been obvious to one having ordinary skill in the art at the time 
the invention was made to modify the correlation method in Roth et al. One 
would have been motivated to use the scalar product of the advertisement 
and consumer vectors to provide a more rigorous mathematical foundation to 
the correlation factor used in Roth et al.; thus, allowing a more efficient 
matching of the advertisement and the consumer in the bidding process. 

47. Claim 3: Roth et al. discloses the method described in claim 2 containing a 
demographic characterization of said consumer and a demographic 
characterization of the target market for said advertisement but does not 
explicitly teach that said ad and consumer characterizations are in the forms 
of vectors. In an analogous art, Kramer et al. teaches the use of vectors to 
characterize ads and consumers (col 1 0, lines 47-67 and col 1 1 , lines 1 -1 0). 
Furthermore, Kramer et al. also teaches the use of demographics information 
in characterizing the vectors (col 1 1 , lines 38-53; col 21 , lines 7-19 and Figs 
10, 1 1A and 1 1 B). Therefore, it would have been obvious to one having 
ordinary skill in the art at the time the invention was made to modify the 
characterization of the advertisement and the consumer by using vectors and 
demographic information. One would have been motivated to enhance the 
relevancy of the correlation by providing additional practical information. 



48. Glaim 4: Roth et al. discloses a correlation method between a consumer- 
characterization and a ad characterization but does not explicitly disclose the 
method described in claim 2 wherein said consumer characterization vector 
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contains a product preference characterization of said consumer and wherein 
said ad characterization vector contains a product preference target market 
for said advertisement. In an analogous art, Kramer et al. teaches the use of 
vectors to characterize consumers and advertisements wherein said 
consumer characterization vector contains a product preference 
characterization of said consumer and wherein said ad characterization 
vector contains a product preference target market for said advertisement (col 
10, lines 34-38; col11, lines 22-36; col 28, lines 45-55 and Fig 10. element 
1036). Therefore, it would have been obvious to one having ordinary skill in 
the art at the time the invention was made to modify the characterization of 
the advertisement and the consumer by using vectors and product preference 
information. One would have been motivated to enhance the relevancy of the 
correlation by providing additional practical information for the consumer and 
advertisement vectors. 

49. Claim 6: Roth et al. discloses the method described in claim 5 but does not 
explicitly teach that said advertisement characterization is in the form of an ad 
characterization vector, said consumer is represented by a consumer 
characterization vector, and said correlation factor in step (c) is calculated as 
the scalar product between said ad characterization vector and said 
consumer characterization vector. In an analogous art, Kramer discloses a 
similar method for correlating an ad characterization vector and a consumer 
characterization vector (col 10, lines 47-67 and col 1 1, lines 1-10). Therefore, 
it would have been obvious to one having ordinary skill in the art at the time 
the invention was made to modify the correlation method in Roth et al. One 
would have been motivated to use the scalar product of the advertisement 
and consumer vectors to provide a more rigorous mathematical foundation to 
the correlation factor used in Roth et al.; thus, allowing a more efficient 
matching of the advertisement and the consumer in the bidding process. 
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50. Claim 7: Roth et al. discloses the method described in claim 6 containing a 
demographic characterization of said consumer and a demographic 
characterization of the target market for said advertisement but does not 
explicitly teach that said ad and consumer characterizations are in the forms 
of vectors. In an analogous art, Kramer et al. teaches the use of vectors to 
characterize ads and consumers (col 10, lines 47-67 and col 1 1, lines 1-10). 
Furthermore, Kramer et al. also teaches the use of demographics information 
in characterizing the vectors (col 11, lines 38-53; col 21, lines 7-19 and Figs 
10, IIAand 11B). Therefore, it would have been obvious to one having 
ordinary skill in the art at the time the invention was made to modify the 
characterization of the advertisement and the consumer by using vectors and 
demographic information. One would have been motivated to enhance the 
relevancy of the correlation by providing additional practical information. 

51. Claim 8: Roth et al. discloses a correlation method between a consumer 
characterization and an ad characterization but does not explicitly disclose 
the method described in claim 2 wherein said consumer characterization 
vector contains a product preference characterization of said consumer and 
wherein said ad characterization vector contains a product preference target 
market for said advertisement. In an analogous art, Kramer et al. teaches the 
use of vectors to characterize consumers and advertisements wherein said 
consumer characterization vector contains a product preference 
characterization of said consumer and wherein said ad characterization 
vector contains a product preference target market for said advertisement (col 
10, lines 34-38; col 11, lines 22-36; col 28, lines 45-55 and Fig 10, element 
1036). Therefore, it would have been obvious to one having ordinary skill in 
the art at the time the invention was made to modify the characterization of 
the advertisement and the consumer by using vectors and product preference 
information. One would have been motivated to enhance the relevancy of the 
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correlation by providing additional practical information for the consumer and 
advertisement vectors. 

52. Claims 12 and 13 describe the data processing system of claims 2 and 3 
respectively; therefore, the prior arts of Roth et al. and Kramer et al. as set 
forth above in claims 2 and 3 are relied upon to reject claims 12 and 15 (cf. 
claims 2 and 3 above). 

53. Claims 15 and 16 describe the computer program of claims 2 and 3; 
therefore, the prior arts of Roth et al. and Kramer et al. as set forth above in 
claims 2 and 3 are relied upon to reject claims 12 and 15 (cf. claims 2 and 
3above). 

54. Claim 26: Roth et al. discloses the method of profiling subscribers described 
in claim 18 but does not explicitly teach that said constructing a profile of a 
subscriber includes generating one or more subscriber characterization 
vectors based on one or more predetermined parameters. In an analogous 
art, Kramer discloses a similar method for constructing a profile of a 
subscriber that includes characterization vectors based on one or more 
predetermined parameters (col 10, lines 47-67 and col 11, lines 1-10). 
Therefore, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to modify the profiling method of Roth et al. 
One would have been motivated to use vectors to provide a more rigorous 
mathematical foundation to the profile of the subscribers used in Roth et al.; 
thus, allowing for more efficient and accurate organization of the information 
on the subscribers. 



55. Claim 31: Roth et al. discloses the method of profiling subscribers described 
in claim 18 but does not explicitly teach that said constructing a profile of a 
subscriber includes the subscriber profile includes a product preference 
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characterization of the subscriber, and the ad characterization includes a 
product preference characterization of a target market for the advertisement. 
In an analogous art, Kramer et al. teaches the inclusion of a product 
preference characterization in a subscriber profile and a product preference of 
a target market in an advertisement (col 10, lines 34-38; col 11, lines 22-36; 
col 28, lines 45-55 and Fig 10, element 1036). Therefore, it would have been 
obvious to one having ordinary skill in the art at the time the invention was 
made to modify the subscriber profile of Roth et al. One would have been 
motivated to enhance the relevancy of the profile by providing additional 
practical information on the subscriber and the advertisement. 

56. Claim 35: Roth et al. discloses the method of profiling subscribers described 
in claim 18 but does not explicitly teach that the subscriber profile and the 
advertisement characterization are in the form of vectors. In an analogous 
art, Kramer discloses a similar method for constructing a profile of a 
subscriber that includes vectors based (col 10, lines 47-67 and col 1 1 , lines 1- 
10). Therefore, it would have been obvious to one having ordinary skill in the 
art at the time the invention was made to modify the profiling method of Roth 
et al. One would have been motivated to use vectors to provide a more 
rigorous mathematical foundation to the profile of the subscribers used in 
Roth et al.; thus, allowing for more efficient and accurate organization of the 
information on the subscribers. 

57. Claim 36: Kramer further discloses the method of claim 35 wherein 
determining a correlation includes calculating a scalar dot product of the 
subscriber profile vector and the advertisement characterization vector, (col 
10, lines 47-67 and col 1 1 , lines 1-10). Therefore, it would have been obvious 
to one having ordinary skill in the art at the time the invention was made to 
modify the correlation method of Roth et al. One would have been motivated 
to use the scalar dot product of the advertisement and subscriber profile 
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vectors to provide a more rigorous mathematical foundation to the correlation 
factor used in Roth et al.; thus, allowing a more efficient matching of the 
advertisement and the subscriber in the bidding process. 

58. Claims 39 and 44 describe the system and computer program of claim 36 
respectively; therefore, the prior arts of Roth et al. and Kramer et al. as set 
forth above in claim 36 are relied upon to reject claims 39 and 44 (cf. claim 39 
and 44 above). 



59. Claims 20-22 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Roth et al. in view of Fisher et al. (5,835,896). 

60. Claims 20: Roth et al. discloses the bidding method of claim 18 but does not 
explicitly mention determining a highest bid; transmitting the highest bid to the 
advertisers; and receiving additional bids from the advertisers, wherein said 
selecting the winning bid is performed subsequent to determining a highest 
bid, said transmitting the highest bid, and said receiving additional bids. In an 
analogous art. Fisher et al. teaches the steps of determining a highest bid; 
transmitting the highest bid to the advertisers; and receiving additional bids 
from the advertisers, wherein said selecting the winning bid is performed 
subsequent to determining a highest bid, said transmitting the highest bid, 
and said receiving additional bids (col 6, lines 39-87 and col 7, lines 1-7). 
Therefore, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to expand on the bidding method of Roth et 
al. One would have been motivated to allow for additional higher bids from 
advertisers to maximize profitability. 
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61 . Claim 21 : Fisher et al. further teaches the method of claim 20, wherein said 
determining a highest bid and said transmitting the highest bid are continually 
performed until said receiving additional bids does not produce additional bids 
(col 6, lines 39-87 and col 7, lines 1-7). Therefore, it would have been obvious 
to one having ordinary skill in the art at the time the invention was made to 
expand on the bidding method of Roth et al. One would have been motivated 
to allow for recurring additional higher bids from advertisers to gain the 
greatest possible return of the bidding process. 

62. Claim 22: Fisher et al. further discloses the method of claim 20, wherein said 
receiving bids, said determining a highest bid, said transmitting the highest 
bid, said receiving additional bids and said selecting the winning bid are 
conducted over the Internet (col 7, lines 8-10). Since Roth et al. also 
discloses the use of Internet in the bidding process, it would have been 
obvious to one having ordinary skill in the art at the time the invention was 
made to combine the two methods and use the Internet to enhance the 
efficiency of the bidding process. 

63. Claims 24, 37, 40 and 45 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Roth et al. in view of Hanson et al. (5,974,398). 

64. Claim 24: Roth et al. discloses the auctioning advertising opportunities 
method of claim 18 but does not explicitly teach that the activities of the 
subscriber include television viewing transactions. In an analogous art, 
Hanson et al. teaches the inclusion of television activities in a method wherein 
users are reimbursed for watching auctioned advertisement (col 3, lines 5-12; 
col 9, lines 66-67 and col 10, lines 1-6). Therefore, it would have been 
obvious to one having ordinary skill in the art at the time the invention was 
made to modify the auctioning advertising opportunities method of Roth et al. 
One would have been motivated to include television viewing transactions to 
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expand on the possible medium and audience that can be reach by 
advertisement. 

65. Claim 37: Roth et al. discloses the method of claim 18 but does not explicitly 
teach that the medium is a program stream. In an analogous art, Hanson et 
al. teach that the medium can be program stream such as a television 
program (col 8, lines 35-39; col 9, lines 66-67 and col 10, lines 1-7). 
Therefore, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to expand on the auctioning advertising 
opportunities method of Roth et al. It is known in the art that the medium 
such as a television program typically includes breaks to allow for the 
presentation of advertisement. 

66. Claim 40: Roth et al. discloses the system of claim 38 wherein means for 
determining determines the subscriber profile based on the subscriber 
activities including point-of-purchase transactions (col 8, lines 65-67) and 
Internet viewing transactions (col 4, lines 58-63) but does not explicitly teach 
the use of television viewing transactions. In an analogous art, Hanson et al. 
teaches the inclusion of television activities in a method wherein users are 
reimbursed for watching auctioned advertisement (col 3, lines 5-12; col 9, 
lines 66-67 and col 10, lines 1-6). Therefore, it would have been obvious to 
one having ordinary skill in the art at the time the invention was made to 
modify the auctioning advertising opportunities system of Roth et al. One 
would have been motivated to include television viewing transactions to gain 
additional and relevant information to be included in the profile thus 
increasing the accuracy of the profile. 

67. Claim 45 describes the computer program of claim 40; therefore, the prior arts 
of Roth et al. and Hanson et al. as set forth above in claim 40 are relied upon 
to reject claims 45. 
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Conclusion 

68. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

A. Angles et al. (5,933,81 1) discloses a system and a method for 
delivering customized advertisements based on consumer profiles 
within interactive communication systems. 

B. Dedrick (5,724,521) discloses a method and an apparatus for 
providing electronic advertisements to end-users in a consumer 
best-fit pricing manner. 

C. Rosser (6,446,261) discloses a set-top device for targeted 
electronic insertion of indicia into video. 

69. Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Tri V. Nguyen whose telephone number is 
(571) 272-6965. The examiner can normally be reached on M-F 8:30 AM to 5 
PM. If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Eric Stamber can be reached on (571) 272-6724. The 
fax phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. Information regarding the status of an application 
may be obtained from the Patent Application Information Retrieval (PAIR) 
system. Status information for published applications may be obtained from 
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either Private PAIR or Public PAIR. Status information for unpublislied 
applications is available through Private PAIR only. For more information 
about the PAIR system, see http://pair-direct.uspto.gov. Should you have 
questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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